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DETAILED ACTION 

Response to Arguments 

Applicants' arguments, filed August 12, 2008, have been fully considered but 
they are not deemed to be fully persuasive. 

Based upon applicant's certified English translation of the priority document and 
discussion of the errant translation in the PCT application and corresponding U.S. 
application, the subject matter claimed does have written basis dating back to this 
reference. Therefore the rejections over 35 USC 102(b) based upon Yamamoto et al. 
and Shokuhin Kenkyu Seika Jyouhou (National Food Research Institute) as well as the 
objection to the specification are hereby withdrawn. 

Any other rejections and/or objections not reiterated from previous office actions 
are hereby withdrawn. 

With respect to the rejections under 35 USC 1 03(a) of claims 1 , 3-6, and 9-1 0 
applicant's arguments are moot in view of the new grounds of rejection. The following 
rejections are newly applied. They constitute the complete set presently being applied 
to the instant application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 
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Claim 10 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim contains subject matter which was 
not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor, at the time the application was filed, had possession 
of the claimed invention. The recitation of a tea bag tea that is obtained as a mixture 
containing tea extract and ground tea was not described in the original disclosure. 
There is support for tea leaves in a tea bag, but no teaching that an extract would also 
be contained in the bag. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3-6, and 9-10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1 , 3-6, and 9-1 0 themselves recite or depend from claims that recite that 
the food/drink includes one or more "selected from the group consisting of 
epigallocatechin-3-0-(3-0-methyl)gallate (EGCG3"Me) and gallocatechin-3-0-(3-0- 
methyl)gallate (GCG3"Me) as an optical isomer thereof, epigallocatechin-4-0-(4-0- 
methyl)gallate (EGCG4"Me) and gallocatechin-4-0-(4-0- methyl)gallate (GCG4"Me) as 
an optical isomer thereof and strictinin" The claims go on to recite "one or more 
ingredients selected from "EGCG3"Me, GCG3"Me, EGCG4"Me, GCG4"Me and 
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strictinin" are present in a particular amount or obtained from a particular source. These 
recitations in the same claims are quite confusing as it is unclear what components are 
being claimed in the food/drink. It appears from the latter recitation that there is the 
option of having just one of EGCG3"Me, GCG3"Me, EGCG4"Me, GCG4"Me or strictinin, 
while the first recitation appears to require the presence of at least two of these 
compounds in combination. 

Claims 1, 3-6, and 9-10 themselves recite or depend from claims that recite that 
the food/drink includes active compounds that "are obtained as a mixture containing tea 
extracts and ground tea". It is unclear whether this recitation indicates that particular 
components are present in the food/drink or indicates the process by which the active 
compounds in the food/drink are made. 

In claim 10 applicant claims a tea bag sealed tea, then recites that it contains one 
of more of EGCG3"Me, GCG3"Me, EGCG4"Me, GCG4"Me or strictinin in an amount 
that is described as a mass per volume. Typically, a tea bag would be viewed as a 
fibrous pouch that holds tea leaves and acts as a filter such that a tea drink can be 
extracted from the leaves. Here it is unclear whether a tea bag of tea leaves is being 
claimed or a tea bag of tea drink is being claimed. 



Claim Interpretation 
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Since the rejections under 35 USC 112, second paragraph raise so many issues 
regarding the subject matter claimed, the following interpretation of the claims will be 
used and addressed for the sake of application of prior art. 

Instant claims 1 and 5 will be interpreted as a food/drink having antiallergenic action 
comprising one or more selected from the group of epigallocatechin-3-0-(3-0- 
methyl)gallate (EGCG3"Me), gallocatechin-3-0-(3-0-methyl)gallate (GCG3"Me), 
epigallocatechin-4-0-(4-0-methyl)gallate (EGCG4"Me), gallocatechin-4-0-(4-0- 
methyl)gallate (GCG4"Me), and strictinin. One or more of these compounds are present 
in an amount of 1 mg to 500mg per liter (claim 1 ) or 0.01 mg to 1 0OOmg per liter (claim 
5). The recitation of "daily intake of 3mg to 300mg" and "daily intake of 0.3mg to 
3000mg" are each interpreted as an intended use which is not given patentable weight 
(see MPEP 21 1 1 .02 II). The recitation "obtained as a mixture containing tea extracts 
and ground tea, wherein the tea is at least one selected from the group consisting of 
Benifuki, Benihomare and Benifuji" is interpreted as indicating that one of these varieties 
of ground tea and tea extract is present in the composition. 

Instant claim 10 will be interpreted as a sealed bag of tea drink comprising one or more 
selected from EGCG3"Me, GCG3"Me, EGCG4"Me, GCG4"Me and at a concentration 
of 1mg to 500mg per liter. The recitation of "daily intake of 3mg to 300mg" and "daily 
intake of 0.3mg to 3000mg" are each interpreted as an intended use which is not given 
patentable weight (see MPEP 21 1 1 .02 II). The recitation "obtained as a mixture 
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containing tea extracts and ground tea, wherein the tea is at least one selected from the 
group consisting of Benifuki, Benihomare and Benifuji" is interpreted as indicating that 
one of these varieties of ground tea and tea extract is present in the composition. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

The four factual inquiries of Graham v. John Deere Co. have been fully considered and 

analyzed in the rejections that follow. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 



were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1 and 5-6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamamoto et al. (EP 1 1 57693 - see IDS). 

Yamamoto et al. teaches a liquid composition (drink) that is the result of dried 
tea leaves that have been combined with 1 liter of water, yielding an extract that 
contains epigallocatechin-3-0-(3-0-methyl)gallate (EGCG3"Me) (see paragraphs 24-25 
and 39-40; instant claims 1 and 5). This compound is taught to have anti-allergenic 
properties (see paragraph 20; instant claims 1 and 5). Further processing of the extract 
results in the determination that it contained 241 mg of EGCG3"Me (see paragraphs 41- 
43; instant claims 1 and 5-6). Tea leaves taught to contain EGCG3"Me by Yamamoto et 
al. and the instant clams include Benihomare, Benifuji, and Benifuki (see paragraph 24). 
Although the exemplified preparation does not detail which particular tea leaves are 
used, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the particular varieties taught by Yamamoto et al. Further, 
the recitation of the intended use "to daily intake of 3mg to 300mg" and "to daily intake 
0.3mg to 3000mg" does not add any structural limitation to the claimed product. It is 
additionally noted that Yamamoto et al. also teach dosages of EGCG3"Me that were 
envisioned within their invention (see paragraphs 34-35). A recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed 
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invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. Since the product taught by Yamamoto et al. would certainly be 
capable of fulfilling such a use, it fulfills this limitation. Yamamoto et al. do not explicitly 
teach that the teas leaves are ground. Dried tea leaves are known to be quite brittle and 
susceptible to breakage. Further, the extraction of the leaves would proceed faster if the 
leaves had a larger surface area, such as when in ground form. Thus it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to use 
ground tea leaves in the extract. Therefore claims 1 and 5-6 are obvious over 
Yamamoto et al. 

Claims 1 and 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamamoto et al. as applied to claims 1 and 5-6 above, and further in view of 
"Shokuhin Kenkyu Seika Jyouhou" (article from the National Food Research Institute - 
see IDS). 

Yamamoto et al. make obvious a drink that comprises tea extract and ground tea 
where the tea is Benihomare, Benifuji, or Benifuki and whereEGCG3"Me is present at 
1 mg to 500mg per liter (see instant claim 1 ) Yamamoto et al. do not teach that the tea is 
a Chinese species. 

"Shokuhin Kenkyu Seika Jyouhou" teaches that epigallocatechin-3-0-(3-0- 
methyl)gallate is found in tea leaves and used as an anti- allergenic, where the 
EGCG3"Me is extracted from Benifuji as well as Oba oolong tea leaves (paragraphs 1 
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and 2 and figure 2; instant claims 3-4). This reference also teaches the tea (drink) made 
from the tea leaves as well as the content of EGCG3"Me in several varieties of tea 
leaves (see paragraph 1 and figure 2). In view of these teachings, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use Oba 
oolong as the tea leaves since it was a known option within their technical grasp and 
capable of performing the same function as those envisioned. Therefore claims 1 and 3- 
4 are obvious over Yamamoto et al. in view of "Shokuhin Kenkyu Seika Jyouhou" 

Claims 1, 3-6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over "Shokuhin Kenkyu Seika Jyouhou" in view of Piper et al. (WO 90/15542) and 
Steinberg (US Patent No. 3,047,396). 

"Shokuhin Kenkyu Seika Jyouhou" teaches that epigallocatechin-3-0-(3-0- 
methyl)gallate is found in tea leaves and used as an anti- allergenic, where the 
EGCG3"Me is extracted from Benifuji as well as Oba oolong tea leaves (paragraphs 1 
and 2 and figure 2; instant claims 1 and 3-5). This reference also teaches the tea (drink) 
made from the tea leaves as well as the content of EGCG3"Me in several varieties of 
tea leaves (see paragraph 1 and figure 2). The Benifuji leaves are taught to contain 
1 .5% EGCG3"Me, based on a dry leaf weight (see figure 2). This reference does not 
teach the form of the leaves that are present in the tea drink or the quantity of tea 
leaves to use. 

Piper et al. teach a beverage where ground tea and tea extract are present 
together (see claim 1). This reference also teaches the presence of masking agent 
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including non-dairy creamer and sweeteners (see page 31 lines 5-18; instant claim 9). It 
would therefore have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the configuration taught by Piper et al. for the tea drink 
taught by "Shokuhin Kenkyu Seika Jyouhou". This modified reference does not teach 
the quantity of tea leaves to use in the drink. 

Steinberg teach tea leaves being sealed in bags for ease of use when placed in 
water (see column 1 lines 10-1 1 and column 2 lines 43-45). Steinberg goes on to teach 
that 2.4 grams of dried tea leaves are included in the each bag and used to prepare a 
customary cup of tea which typically measures 6 fluid ounces (see column 2 lines 54- 
59). Since the collection of references teach dried tea leaves as well as the tea drink 
made therefrom, it would have been obvious to use the quantity of leaves taught by 
Steinberg to prepare the drink of "Shokuhin Kenkyu Seika Jyouhou" in view of Piper et 
al. This would then correspond to a drink with 203mg EGCG3"Me per liter (as calculated 
by the examiner; see instant claims land 5-6). Further, the recitation of the intended 
use "to daily intake of 3mg to 300mg" and "to daily intake 0.3mg to 3000mg" does not 
add any structural limitation to the claimed product. It is additionally noted that 
Yamamoto et al. also teach dosages of EGCG3"Me that were envisioned within their 
invention (see paragraphs 34-35). A recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. 
Since the product taught by "Shokuhin Kenkyu Seika Jyouhou" in view of Piper et al. 
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and Steinberg would be capable of fulfilling such a use, it fulfills this limitation. Therefore 
claims 1, 3-6 and 9 are obvious over "Shokuhin Kenkyu Seika Jyouhou" in view of Piper 
et al. and Steinberg 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
"Shokuhin Kenkyu Seika Jyouhou" in view of Piper et al. and Steinberg as applied to 
claims 1, 3-6 and 9 above, and further in view of Marquardt (US Patent No. 5,050,775) 

"Shokuhin Kenkyu Seika Jyouhou" in view of Piper et al. and Steinberg make 
obvious a tea drink that comprises one or more selected from EGCG3"Me, GCG3"Me, 
EGCG4"Me, GCG4"Me and at a concentration of 1 mg to 500mg per liter to daily intake 
of 3mg to 300mg. Instant claim 10 recites a sealed bag that contains this composition. 
"Shokuhin Kenkyu Seika Jyouhou" in view of Piper et al. and Steinberg do not teach the 
drink being present in a bag. 

Marquardt teaches a bag-in-box vessel for liquid storage (see abstract). 
Specifically, they envision tea drink being contained within their taught vessel (see 
column 2 lines 30-38; instant claim 10). This bag is sealed with a cap at the top and a 
spigot at the side (see figure 7, column 2 lines 34-36, and column 3 lines 67-68) In view 
of this teaching it would have been obvious to one of ordinary skill in the art at the time 
of the invention to put the tea of "Shokuhin Kenkyu Seika Jyouhou" in view of Piper et 
al. and Steinberg in the container taught by Marquadt. thus claim 10 is obvious over 
"Shokuhin Kenkyu Seika Jyouhou" in view of Piper et al., Steinberg, and Marquadt 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated by, or would 
have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 
(Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground provided 
the conflicting application or patent either is shown to be commonly owned with this application, or claims 
an invention made as a result of activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claims 1 and 3-6 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 6 and 7 of 
copending U.S. Application No. 10/588428 in view of Yamamoto et al. These conflicting 
claims both claim a food/drink comprising epigallocatechin-3-0-(3-0-methyl)gallate 
(EGCG3"Me) from tea leaves of the same variety. The claims of the copending 
Application do not teach that both tea extract and ground tea are present in the 
composition nor the concentration of EGCG3"Me that is present. 

Yamamoto et al. teaches a liquid composition (drink) that is the result of dried 
tea leaves that have been combined with 1 liter of water, yielding an extract that 
contains epigallocatechin-3-0-(3-0-methyl)gallate (EGCG3"Me) (see paragraphs 24-25 
and 39-40; instant claims 1 and 5). Further processing of the extract results in the 
determination that it contained 241 mg of EGCG3"Me (see paragraphs 41-43; instant 



claims 1 and 5-6). Tea leaves taught to contain EGCG3"Me by Yamamoto et al. and the 
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instant clams include Benihomare, Benifuji, and Benifuki (see paragraph 24). Further, 
the recitation of the intended use "to daily intake of 3mg to 300mg" and "to daily intake 
0.3mg to 3000mg" does not add any structural limitation to the claimed product. It is 
additionally noted that Yamamoto et al. also teach dosages of EGCG3"Me that were 
envisioned within their invention (see paragraphs 34-35). A recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. Yamamoto et al. do not explicitly teach that the teas leaves are 
ground. Dried tea leaves are known to be quite brittle and susceptible to breakage. 
Further, the extraction of the leaves would proceed faster if the leaves had a larger 
surface area, such as when in ground form. Thus it would have been obvious to one of 
ordinary skill in the art to use ground tea leaves and extract in the drink of copending 
Application no. 10/558428. Since the resulting product would certainly be capable of 
fulfilling such a use, it fulfills this limitation. Therefore instant claims 1 and 3-6 are 
obvious over claims 6 and 7 of copending U.S. Application No. 1 0/588428 in view of 
Yamamoto et al. 

This is a provisional obviousness-type double patenting rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CARALYNNE HELM whose telephone number is 
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(571)270-3506. The examiner can normally be reached on Monday through Thursday 
8-5 (EDT). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on 571-272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Caralynne Helm/ /MP WOODWARD/ 

Examiner, Art Unit 1 61 5 Supervisory Patent Examiner, Art Unit 1 61 5 



